
823 

Under Sec’y, Technology, Commerce § 501.8 

employee of this determination. In 
cases pursuant to § 501.6(a)(2) where the 
Government’s insufficient interest in 
the invention is evidenced by its deci-
sion not to file a patent application, 
the agency may impose on the em-
ployee any one or all of the following 
conditions or any other conditions that 
may be necessary in a particular case: 

(1) That a patent application be filed 
in the United States and/or abroad, if 
the Government has determined that it 
has or may need to practice the inven-
tion; 

(2) That the invention not be as-
signed to any foreign-owned or con-
trolled corporation without the written 
permission of the agency; and 

(3) That any assignment or license of 
rights to use or sell the invention in 
the United States shall contain a re-
quirement that any products embody-
ing the invention or produced through 
the use of the invention be substan-
tially manufactured in the United 
States. The agency shall notify the em-
ployee of any conditions imposed. 

(c) In the case of a determination 
under either paragraph (a) or (b) of this 
section, the agency shall promptly pro-
vide the employee with: 

(1) A signed and dated statement of 
its determination and reasons therefor; 
and 

(2) A copy of 37 CFR part 501. 

[53 FR 39735, Oct. 11, 1988, as amended at 61 
FR 40999, Aug. 7, 1996] 

§ 501.8 Appeals by employees. 
(a) Any Government employee who is 

aggrieved by a Government agency de-
termination pursuant to §§ 501.6(a)(1) or 
(a)(2), may obtain a review of any agen-
cy determination by filing, within 30 
days (or such longer period as the Sec-
retary may, for good cause shown in 
writing, fix in any case) after receiving 
notice of such determination, two cop-
ies of an appeal with the Secretary. 
The Secretary then shall forward one 
copy of the appeal to the liaison officer 
of the Government agency. 

(b) On receipt of a copy of an appeal 
filed pursuant to paragraph (a) of this 
section, the agency liaison officer 
shall, subject to considerations of na-
tional security, or public health, safety 
or welfare, promptly furnish both the 
Secretary and the inventor with a copy 

of a report containing the following in-
formation about the invention involved 
in the appeal: 

(1) A copy of the agency’s statement 
specified in § 501.7(c); 

(2) A description of the invention in 
sufficient detail to identify the inven-
tion and show its relationship to the 
employee’s duties and work assign-
ments; 

(3) The name of the employee and 
employment status, including a de-
tailed statement of official duties and 
responsibilities at the time the inven-
tion was made; and 

(4) A detailed statement of the points 
of dispute or controversy, together 
with copies of any statements or writ-
ten arguments filed with the agency, 
and of any other relevant evidence that 
the agency considered in making its 
determination of Government interest. 

(c) Within 25 days (or such longer pe-
riod as the Secretary may, for good 
cause shown, fix in any case) after the 
transmission of a copy of the agency 
report to the employee, the employee 
may file a reply with the Secretary and 
file one copy with the agency liaison 
officer. 

(d) After the time for the inventor’s 
reply to the Government agency’s re-
port has expired and if the inventor has 
so requested in his or her appeal, a date 
will be set for hearing of oral argu-
ments before the Secretary, by the em-
ployee (or by an attorney whom he or 
she designates by written power of at-
torney filed before, or at the hearing) 
and a representative of the Govern-
ment agency involved. Unless it shall 
be otherwise ordered before the hearing 
begins, oral arguments will be limited 
to thirty minutes for each side. The 
employee need not retain an attorney 
or request an oral hearing to secure 
full consideration of the facts and his 
or her arguments. The employee may 
expedite such consideration by noti-
fying the Secretary when he or she 
does not intend to file a reply to the 
agency report. 

(e) After a hearing on the appeal, if a 
hearing was requested, or after expira-
tion of the period for the inventor’s 
reply to the agency report if no hearing 
is set, the Secretary shall issue a deci-
sion on the matter within 120 days, 
which decision shall be final after a 
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37 CFR Ch. V (7–1–09 Edition) § 501.9 

thirty day period for requesting recon-
sideration expires or on the date that a 
decision on a petition for reconsider-
ation is finally disposed of. Any re-
quest for reconsideration or modifica-
tion of the decision must be filed with-
in 30 days from the date of the original 
decision (or within such an extension 
thereof as may be set by the Secretary 
before the original period expires). The 
decision of the Secretary shall be made 
after consideration of the statements 
of fact in the employee’s appeal, the 
agency’s report, and the employee’s 
reply, but the Secretary at his or her 
discretion and with due respect to the 
rights and convenience of the inventor 
and the Government agency, may call 
for further statements on specific ques-
tions of fact or may request additional 
evidence in the form of affidavits or 
depositions on specific facts in dispute. 

[53 FR 39735, Oct. 11, 1988, as amended at 61 
FR 41000, Aug. 7, 1996] 

§ 501.9 Patent protection. 

(a) A Government agency, upon de-
termining that an invention coming 
within the scope of §§ 501.6(a)(1) or (a)(2) 
has been made, shall promptly deter-
mine whether patent protection will be 
sought in the United States by or on 
behalf of the agency for such invention. 
A controversy over the respective 
rights of the Government and of the 
employee shall not unnecessarily delay 
the filing of a patent application by the 
agency to avoid the loss of patent 
rights. In cases coming within the 
scope of § 501.6(a)(2), the filing of a pat-
ent application shall be contingent 
upon the consent of the employee. 

(b) Where there is an appealed dis-
pute as to whether §§ 501.6 (a)(1) or 
(a)(2) applies in determining the re-
spective rights of the Government and 
of an employee in and to any inven-
tion, the agency may determine wheth-
er patent protection will be sought in 
the United States pending the Sec-
retary’s decision on the dispute. If the 
agency decides that an application for 
patent should be filed, the agency will 
take such rights as are specified in 
§ 501.6(a)(2), but this shall be without 
prejudice to acquiring the rights speci-
fied in paragraph (a)(1) of that section 
should the Secretary so decide. 

(c) Where an agency has determined 
to leave title to an invention with an 
employee under § 501.6(a)(2), the agency 
will, upon the filing of an application 
for patent, take the rights specified in 
that paragraph without prejudice to 
the subsequent acquisition by the Gov-
ernment of the rights specified in para-
graph (a)(1) of that section should the 
Secretary so decide. 

(d) Where an agency has filed a pat-
ent application in the United States, 
the agency will, within 8 months from 
the filing date of the U.S. application, 
determine if any foreign patent appli-
cations should also be filed. If the 
agency chooses not to file an applica-
tion in any foreign country, the em-
ployee may request rights in that 
country subject to the conditions stat-
ed in § 501.7(b) that may be imposed by 
the agency. Alternatively, the agency 
may permit the employee to retain for-
eign rights by including in any assign-
ment to the Government of an unclas-
sified U.S. patent application on the in-
vention an option for the Government 
to acquire title in any foreign country 
within 8 months from the filing date of 
the U.S. application. 

[61 FR 41000, Aug. 7, 1996] 

§ 501.10 Dissemination of this part and 
of implementing regulations. 

Each Government agency shall dis-
seminate to its employees the provi-
sions of this part, and any appropriate 
implementing agency regulations and 
delegations. Copies of any such regula-
tions shall be sent to the Secretary. If 
the Secretary identifies an inconsist-
ency between this part and the agency 
regulations or delegations, the agency, 
upon being informed by the Secretary 
of the inconsistency, shall take prompt 
action to correct it. 

§ 501.11 Submissions and inquiries. 

All submissions or inquiries should 
be directed to Chief Counsel for Tech-
nology, telephone number 202–482–1984, 
Room H4835, U.S. Department of Com-
merce, Washington DC 20230. 

[61 FR 41000, Aug. 7, 1996] 
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